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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 8-13 and 17 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Hohlbein et al. (2005/0186014). 

Regarding claim 8, the Hohlbein et al. reference discloses an instrument 
(Figs. 8 & 9). The instrument includes a barrel (constitute by the interior space) 
having one end (constituted by the left portion as shown in Fig. 8) that is adjacent 
a tip (constituted by the portions about 14, 22 as shown in Fig. 1) of said 
instrument, the barrel having bladders (at 40) build into the barrel, and a pumping 
mechanism (Fig. 9) for pumping air into the bladders to facilitate better gripping 
by a user at the one end of the instrument, wherein the pumping mechanism 
includes an airway passage (at 82) and a one-way valve (at 84) for air to enter 
from the pumping mechanism into the bladders. In addition, the instrument and 
its tip are capable of being used as a writing instrument for writing on a surface 
such as a sand surface. Also, as shown in Figure 1, the tip extends outside of 
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the barrel (constituted by portion 14) and past the bladder (constituted by portion 
22). 

Regarding claim 9, as schematically shown in Fig. 9, the pumping 
mechanism appears to be an integrated clicker (at 74) and a pump handle 
(constitute by the portion which housed elements 82, 86, 78). 

Regarding claim 10, as schematically shown in Fig. 9, the pumping 
mechanism includes a pump handle (constitute by the portion which housed 
elements 82, 86, 78) that is separate from the clicker (at 74). 

Regarding claims 11 and 12, as schematically shown in the cross-section 
of Fig. 9, the bladders are formed of material having a rubber-like property or a 
rubber material. 

Regarding claim 13, a release mechanism (86) is located on the side of 
the instrument for release excess air. 

Claim 17 recites limitations that are substantially identical to the limitations 
recited in claim 8 which has been rejected as discussed supra. 

Response to Amendment 

3. Applicant's amendment, filed on 1 1/23/2007, to the pending claims is insufficient 
to distinguish the claimed invention from the cited prior art or overcome the rejections as 
discussed above. 

Response to Arguments 

4. Applicant's arguments filed 1 1/23/2007 have been fully considered but they are 
not persuasive. 



Application/Control Number: 10/563,902 Page 4 

Art Unit: 3751 

Applicant asserts that Hohlbein et al. does not teach a writing instrument with a 
writing tip extending outside of the barrel and past the bladders. See Remarks section, 
page 4-5. The examiner disagrees. 

As stated in the above rejection, Hohlbein et al. instrument is capable of being 
used to write on a surface such as a sand surface using the tip of the instrument. Also, 
as shown in Figure 1, the tip extends outside of the barrel (constituted by portion 14) 
and past the bladder (constituted by portion 22). 

Furthermore, even though Hohlbein et al. tip may have different structures from 
the tip used in the present invention, such alleged structural differences are not a 
germane since the claims do not recite limitations regarding the structures of the writing 
tip distinguished over the tip in the Hohlbein et al. reference. 

In response to applicant's argument that the Hohlbein et al. reference fails to 
show an ink cartridge including ink, wherein the ink cartridge having a tip... to dispense 
the ink from the cartridge (see Remarks section, page 5), it is noted that the features 
upon which applicant relies are not recited in the rejected claims. Although the claims 
are interpreted in light of the specification, limitations from the specification are not read 
into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 
1993). 

Also applicant's arguments filed on 1 1/23/2007 to the pending claims have been 
considered but are moot in view of the new grounds of rejection as discussed supra. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Khoa D. Huynh whose telephone number is (571) 272- 
4888. The examiner can normally be reached on M-F (7:00-3:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory Huson can be reached on (571) 272-4887. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 




Khoa D. Huynh 
Primary Examiner 
Art Unit 3751 
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